
No. 12 ?D

%n\Uh ^UttB (Hxxmit dnurt of Ajip^als

FOR THE NINTH CIRCUIT

MURRAY M. HARRIS ORGAN COMPANY,
Appellant,

vs.

THE AEOLIAN COMPANY et al.,

Appellees.

BRIEF FOR APPELLEES.

HAROLD BINNEY,
JOHN H. MILLER,

GEORGE L. COOPER,
Counsel for Appellees.

The Tames H. Barry Co.





IN THE

United States Circuit Court of Appeals

FOR THE NINTH CIRCUIT.

OCTOBER TERM, 1905

MURRAY M. HARRIS ORGAN ^

COMPANY,
Defendant-Appellant,

vs.

THE AEOLIAN CO., and WILLIAM
B. TREMAINE,

Complainant-Appellees.

^No. 1235

BRIEF FOR APPELLEES.

This suit was brought by the appellees, as complain-

ants, in the United States Circuit Court for the South-

ern District of California, for infringement of U.

S. Letters Patent No. 552,796, granted on January 7,

1896, to William B. Tremaine and Robert W. Pain for

improvements in Mechanical Musical Instruments.

The defenses set up were invalidity and non-infringe-

ment. All matters of fact alleged in the bill of com-



plaint and necessary to complainants' cause of action

were conceded by stipulation (Transcript of Rec, p.

293). The only questions to be decided by the court

below were whether or not the alleged infringing con-

struction was an infringement and whether or not the

patent was valid. The infringement charged was the

making and selling to C. E. Greene, in the County of

San Mateo, and to others, of musical instruments which

infringe said Tremaine & Pain patent, 552,796. The

construction of the defendants' musical instruments,

which for brevity, we will hereafter refer to as the

Fleming construction, is identified by stipulation as be-

ing "in accordance with the specification and drawings

of U. S. Letters Patent No. 659,442 granted on October

9th, 1900, to William B. Fleming." This William B.

Fleming was formerly in the employ of the Farrand &
Votey Organ Company, one of the predecessors of the

Aeolian Company, in Detroit, where he saw and

studied the Tremaine & Pain construction and there-

after he came to California in the employ of Murray

M. Harris, and subsequently of the Murray M. Harris

Organ Company, the present defendant. The issue de-

cided in favor of appellees in the court below and to be

here decided on appeal is, does the Fleming apparatus il-

lustrated and described In the Fleming patent embody the

invention claimed in the Tremaine & Pain patent and

infringe that patent. The claims in suit and alleged to

be infringed, are claims i, 2, 3, 4, 5, 10, 11 and 12.



In this brief the points are taken up in the following

order:

I.—The Invention in suit.

11.—The Pioneer Position of the Patent.

III.—The Patent Claims.

IV.—History of the Respondent's Fleming Con-

struction.

V.—Details of the Respondent's Construction.

VI.—Infringement.

VII.—The Defense of Non-Infringement.

VIII.—The Defense of Invalidity.

IX.—Conclusion.

PRELIMINARY.

Before proceeding with the argument of the above

points there is a preliminary matter which we desire to

refer to. On page 4 of his brief counsel for appellant,

in arguing his specification of error, which alleges that

the court erred in holding complainants' patent to be

good and valid, says:

"Under this specification of error we direct the

court's attention to the fact that the complainants

never offered in evidence the patent sued on, and

hence the court had nothing before it from which to

determine whether the complainants' patent was

good or bad."

And immediately following the above, counsel as-

serts that the court erred in holding that the device

made under the Fleming patent was an infringement,



" because neither the patent sued on nor the Fleming
" patent, were offered in evidence, and therefore, the

" court could not intelligently so decide, as the patents

" were the best evidence of the construction and opera-

" tion of the mechanism described therein."

The learned counsel is in error in stating that these

patents "were not offered in evidence," and he could

scarcely have read the record when making the state-

ment. At page 221 of the record we find the following:

"Complainants' counsel offers in evidence orig-

inal letters patent in suit. No. 552,796, to W. B. Tre-
maine and R. W. Pain, and same is marked 'Com-
plainants' exhibit patent in suit'

"Complainants' counsel further offers in evidence

a copy of the Fleming patent, No. 659,442, and same
is marked 'Complainants' Exhibit Fleming Patent.'

"It is stipulated by and between counsel that a

printed patent office copy of the original letters pat-

ent in suit may be substituted for and used with the

same force and effect as said original letters patent.

"And it is further stipulated that printed patent

office copies of all United States patents may be of-

fered and used in evidence with the same force and
effect as the originals thereof."

On pages 271 and 272 of the Record we find the re-

port and certificate of the special examiner who took

the testimony, certifying to the fact that these exhibits

were offered in evidence and were marked as noted

" and were delivered to counsel under stipulation."

The testimony aforesaid was taken at the City of

New York, before a special examiner, and counsel for



both sides were present and participated in the exam-

ination of the witnesses. As will be seen, the original

of complainants' patent was offered in evidence,

coupled with a stipulation of counsel to the effect that

the same might be withdrawn and a plain copy thereof

inserted instead. It will also be seen that a copy of the

Fleming patent was, by stipulation of counsel, offered

in evidence. By some inadvertence the copies of these

patents were not attached to the depositions which were

taken in New York; but when the case was argued be-

fore his Honor Judge Ross, at Los Angeles, copies of

both of these patents were produced and submitted to

the court and the case was heard and argued upon said

copies as a part of the record, and the said copies have

been, ever since the argument, and are still now with

the papers in the case at Los Angeles and in the posses-

sion of the clerk of the court. Through some inad-

vertence these copies were not actually marked by the

clerk as being filed at the time of the hearing, although

they were actually produced at the hearing and were

used on the hearing without any objection from appel-

lant's counsel.

At this late date it comes with very bad grace, in our

opinion, for appellant's counsel to urge in this court

that the decree should be reversed because of the fail-

ure of the clerk to formally mark these patents as ex-

hibits in the case. If the counsel had desired to take

advantage of such point, he should have objected in the

lower court. But he did nothing of the kind. He ar-



gued the case upon its merits on the theory that copies

of the said two patents were in evidence and before the

court. In fact he used the said patents in his oral argu-

ment and read from them extensively and filed a writ-

ten brief, in which he quoted from them extensively,

and argued the case fully and thoroughly on the merits

upon the theory and assumption that the patents were

in evidence. It is only when he has lost the case in the

lower court and has gotten into the court of appeals

that he makes the point that the patents were not ofJer-

ed in evidence.

As matter of fact, the patents were "offered in evi-

dence," and marked by the Examiner as complainants'

exhibits, as seen by the quotations from the record here-

tofore made. What counsel meant to assert was that

they were not actually marked by the clerk of the court

as being filed in the case. We submit that such a point

as this is trifling with judicial procedure and ought not

to be tolerated.

If, however, it should be necessary that these patents

should be actually marked by the clerk as being filed in

the case, we shall ask the court to continue the hearing

and allow us to procure from the lower court an order

that the clerk shall mark the patents filed nunc pro

tunc as of the day of the argument in the lower court

when they were actually presented to the court as mat-

ter of fact and used by appellant's counsel in arguing

the case. As stated above, copies of the two patents

were actually presented and used at the hearing, and



ever since have been in possession of the clerk of the

lower court and can be easily marked as above suggest-

ed. We apprehend that counsel for appellant, upon

further reflection, will not insist upon the point he

makes in his brief regarding this matter; but if he still

insists upon the same, then we venture to suggest that

he will be the sufferer by it under the well-established

rules of appellate practice.

In the first place, we know of no rule of lavy^ which

requires a complainant's patent to be put in evidence

when its issuance and ownership are admitted by the

other side, as in this case, and when' the witnesses ex-

amine and analyze the patent in their testimony, read

into the record the claims of the patent, and then testify

that those claims have been infringed by the defendant.

Such was the case here. Our expert witness, Gunz,

from page i86 to page 243, and from page 263 to 270

of the record carefully and minutely analyzed com-

plainants' patent, described its mechanism and mode

of operation, read into the record the claims charged to

be infringed, and after carefully describing defend-

ant's mechanism, testified that the same was an in-

fringement of the said claims of complainants' patent.

This was a question of fact, and just as any other fact

to be proven in a case, was entitled to such weight as

the lower court might give it, inasmuch as the issuance

and ownership of the patent were not denied.

In the next place, appellant is estopped from urging

this contention, because in the lower court appellant's
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counsel produced witnesses who described complain-

ants' patent, its mechanisms and mode of operation, and

argued the case upon the theory that the patent was

actually in evidence.

And, finally, if the court should be unable to deter-

mine this question of infringement in consequence of

the absence of the patents, then the decree would have

to be affirmed on the ground that every presumption is

in favor of the ruling of the lower court, and before

this decree can be reversed error must be made affirma

tively to appear. It will not do to say that the appel

lant's witness, Fleming, testified that there was no in-

fringement, because that would merely raise a conflict

of evidence, and where there is nothing more shown in

an appellate court by way of error than a conflict of

evidence, the decree must be affirmed.

So that if the appellant's counsel still insists upon his

technical objection, we think that it will re-act upon

himself and will necessitate an affirmance of the de-

cree. We much prefer, however, to have this case de-

cided on its merits, and with that end in view we have

presented and filed with the clerk of this court copies

of the two patents in question, accompanied by an affi-

davit showing the facts hereinabove recited. If coun-

sel for appellant is willing to have the case heard in

this court upon the theory that these patents are a part

of the record and before the court, we are willing to do

likewise, with a view to terminating an expensive liti-

gation one way or the other. If, however, he still in-



sists on his objection, then we must insist upon ours that

the decree should be affirmed because error has not

been made to affirmatively appear, and every presump-

tion of regularity in favor of the decree must be in-

dulged in.

I.—The Invention in Suit.

Keyboard musical instruments, such as organs and

pianofortes, are, and have for many years been, fre-

quently provided with automatic means for playing

them by a roll or strip of perforated paper which

moves across a tracker-range or tracker-board that has

at least as many lines of perforations as there are semi-

tones or keys to be controlled. The Pianola for play-

ing pianos, and the Aeolian and Orchestrelle, which

are automatic organs, and all of which are made by the

complainant, the Aeolian Company, are examples

which are probably more or less familiar to the court.

The old and well-known Roosevelt Organ Com-

pany, which was succeeded by the Farrand & Votey

Organ Company at Detroit, gave considerable atten-

tion to automatic playing apparatus for organs. So

also did its successor, Farrand & Votey, and the Aeo-

lian Company, which afterwards took over as one of

its constituent companies, the Votey Organ Company,

successor of Farrand & Votey, the former employer of

Mr. Fleming.

For the playing of large organs where several man-

uals or keyboards and many different sets of sounding



lO

devices are present, it was advantageous to use two per-

forated music sheets operating simultaneously upon

two tracker-boards. As both the complainant and de-

fendant have done this, it is not necessary to go very far

into the technical reasons for the employment of two

such perforated music sheets instead of a single one of

double width, to which there are many objections.

In the operation of two such music sheets for the

simultaneous playing of an organ it is manifest that al-

most exact synchronism in the movement of the two

sheets is requisite. Manifestly, also, rigidly connected

mechanical connections for operating the two sheets

in synchronism are not reliable because of the unavoid-

able variations in the length of the paper of the two

sheets by changes in atmospheric conditions, and of ir-

regularities and other differences between the two

sheets. It is quite impractical to drive the two sheets

by turning the two winding rolls exactly equally, for

the additional reason that the slightest difference in the

tightness at which the two sheets are wound upon the

roll, or the slightest difference in the diameters of the

rolls, will advance one sheet over the other very consid-

erably. The defendants have not attempted to show

that there was any means in existence for advancing

two sheets in synchronism prior to the Tremaine &
Pain invention. On the contrary, Mr. Fleming ad-

mits that "Messrs. Pain & Tremaine were absolute

" pioneers in that undiscovered territory" (Fleming,

Qs. 412, 413, Trans. Rec, p. 151).
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Tremaine & Pain made the brilliant and basic dis-

covery, which is the gist of the invention in suit, that

by causing special control perforations in each sheet

to exercise an influence or control over the other sheet

and over its driving mechanism, they could make the

sheets themselves the instrumentality for retardation of

either sheet that was running ahead, until the other

sheet should catch up and re-establish exact synchron-

ism. This essential discovery or invention is the gist

of the complainants' patent, and also the gist of the

later and infringing structure of respondent's Fleming

patent.

The Tremaine & Pain device was exhibited and used

in organ recitals in New York in Twenty-third street.

Edwin S. Votey, under whom Fleming worked at the

Farrand & Votey Organ Company, testifies that Tre-

maine & Pain had "constructed the apparatus and put

" it in use in the hall of the Aeolian Company in

" Twenty-third street, bet\\^een Fifth and Sixth ave-

" nues, on an organ of the Farrand & Votey Organ

" Company, built for the Aeolian Company" under

Votey's direction (Votey, Q. 5). He testifies that "it

" was publicly used and exhibited in actual use for

" playing the organ for at least two years" (Q. 6, Trans.

Rec, p. 254). This was as early as 1895, ^O'* he said:

" Mr. Fleming knew of this as early as 1895, as I ex-

" plained to him the mechanism of the Tremaine & Pain

" device on my return to New York about that time and

" a little later Mr. Pain made me a duplicate of the de-
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"vice and shipped it to me in Detroit" (Q. 7, Trans.

Rec, p. 255).

The Tremaine and Pain patent in suit states the

problem to be solved in this language

:

"Heretofore it has been very difficult if not im-
possible to run two perforated music sheets, each
operating a separate and independent musical in-

strument synchronously, or together, for the two
musical instruments controlled by the tw^o perforat-

ed music sheets to play together in unison."

It is quite immaterial that Tremaine and Pain were

" the discoverers of the desirability of performing this

" function." It is quite sufficient that they had found

it "difficult, if not impossible^ to perform it before

making their discovery. They were, as the record

shows, the first and absolute pioneers in making it pos-

sible to perform such function by any automatic means

whatsoever, as Fleming himself admits in answer to

Question 412, 413, Transcript of Record, p. 151. The

statement of defendant's counsel in the brief be-

low that Tremaine & Pain were not the first persons to

do it "according to their own admission" in this sen-

tence of the patent, seems utterly unjustifiable. It is

directly at variance with the words "impossible to run

two perforated music sheets, etc.

Tremaine and Pain were the first and only ones to

solve the problem, which they did by making the sheets

themselves the agency for their own mutual control.

Their invention is fundamental, basic, pioneer. A
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series of control perforations along the edge of each

sheet, placed in corresponding positions on the two

sheets, controls the driving gear. With this funda-

mental means it is clear that a thousand and one differ-

ent details in the mechanism might be selected and

adopted to embody it. Obviously, either electrical,

pneumatic, hydraulic, or other driving mechanism can

be selected at will by the mere mechanic for driving

each music sheet without any variation from this basic

means. Equally obviously electro magnets, pistons,

mechanical levers, or pneumatic bellows may be select-

ed by the skilled mechanic for stopping and starting

these driving connections, it being only necessary that

the air admitted through the tracker ducts, which are

controlled by the control perforations in the music

sheets shall govern such elements. For every driving

mechanism known to man, there is obviously a distinct

possible embodiment of the Tremaine and Pain inven-

tion involving nothing but mere mechanical skill in the

selection and adoption of that particluar known driving

mechanism. Wherever the mechanic selects any of the

known motive powers for driving the motors and with

it selects and adopts any suitable control mechanism but

makes it dependent on and governed by each music

sheet to regulate and control the movement of the other

music sheet there, he is borrowing and embodying the

Tremaine and Pain characteristic invention for the syn-

chronous driving of the two sheets. As the defendant,

however, has been guilty not only of infringing the
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broader claims of the patent, but has even followed the

complainant's details of construction to such an extent

as to infringe some of the much narrower claims where-

in as many as fourteen or fifteen different elements are

explicitly enumerated, we may at this point well inquire

into the minute details of the particular embodiment of

the Tremaine and Pain invention as illustrated in the

patent.

More in detail, the patent shows the mutual control

and cross-control of the two sheet-m.oving mechanisms

by means of controlling perforations, separate and dis-

tinct from the perforations that are used for music

notes, and arranged along the edges of the two sheets.

Each tracker-board has two special tracker-holes and

ducts, one of which leads to a bellows pneumatic which

indirectly tends to open the clutch-driving connection

of that roll and consequently stop that roll. The other

duct is cross-connected, that is to say, it controls the

other roll mechanism of the other sheet and operates a

bellows pneumatic which directly or indirectly inter-

feres with the stopping mechanism or clutch disengag-

ing mechanism of such other sheet. Consequently when

the two sheets are running in exact synchronism, the

clutch disengaging mechanism, or, in other words, the

roll-stopping mechanism of each sheet is prevented

from acting by the other sheet. If, however, one sheet

—for example, the upper sheet—runs ahead, its per-

foration coming first to the tracker-board in advance of

those of the other sheet will cause it to stop or be re-
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tarded until the other sheet catches up and permits air

to enter the duct which leads from it to the mechanism

of the sheet which has been stopped ; whereupon that

clutch re-engages and the two sheets proceed in unison

until one of them again gets slightly ahead.

The principle of operation, therefore, consists in pre-

venting either sheet from stopping when the sheets are

running in synchronism, and controlling each sheet by

the position of the other sheet; while if either sheet ad-

vances beyond the other, the advancing sheet will be

stopped or retarded until the catching up of the other

sheet again causes the driving mechanism to act. It is

thus the prime characteristic of the Tremaine and Pain

patent that each sheet controls the other and determines

the instant when the restarting occurs. The import-

ance of this in putting the sheets in place in the ap-

paratus and starting a piece of music will readily be

seen. At the commencement of the rolls, and before the

music perforations begin, the rolls, even though not

placed carefully in the apparatus, will run until a con-

trol perforation in one of the rolls comes to the tracker,

whereupon that roll will wait until the corresponding

first perforation in the other is reached, and then the

two sheets of music will start forward in perfect syn-

chronism without having required the operator to place

them in synchronism. This is a necessary and obvious

result of the operation of the apparatus.

Looking at the drawings of the Tremaine and Pain

patent for yet further details it will be seen that each of
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the take-up rolls D is driven by a pinion M through the

intervention of a clutch Q, S. By the disengagement

and re-engagement of this clutch the stopping and re-

starting of the roll is efifected. Each music sheet is pro-

vided with control perforations B", which tend to cause

the stopping of the roll in the following w^ay: The

tracker 9uct N' and the perforation that admits air to it,

allow the air to pass into the pneumatic E', causing the

expansion of that pneumatic within the suction cham-

ber B', in which it is shown. This pneumatic E' act-

uates the double valve K', L', which in turn controls the

pneumatic Q'. Pneumatic Q' acts to disengage clutch

Q, S, when it collapses, and is connected with the clutch

shaft by means of the short lever T'. In short, the duct

N' controls the small pneumatic E', which in turn con-

trols the larger pneumatic Q' and the clutch, tend-

ing to disengage the clutch and stop the roll when-

ever the duct N' is opened by a perforation in the paper.

For causing the restarting of the roll and also for pre-

venting its so stopping, when the two rolls are in unison,

the pneumatic E' is controlled or influenced from the

other tracker-board of the other sheet where the tracker

duct D' and pipe a^ leads to a pneumatic F^, which,

when expanded, interferes with and prevents the said

pneumatic E' from opening; or, if it is already opened,

it forces it shut and shifts the valve K', L', that controls

the clutch-actuating pneumatic Q'. Consequently if

the duct D^ is opened before or at the same time as the
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duct N', it prevents the stopping; while if opened after

the duct N' it insures the restarting.

Quite apart from this, but a matter to which the de-

fendant seeks to attach the greatest importance, is the

lever W, which is provided in the Tremaine & Pain

device and which connects the tAvo clutch-operating

pneumatics Q', so that each shall affect the other. The

effect of this is as follows: If we assume, as in Fig. i,

that both clutches are engaged and both rolls operating

synchronously, which causes the simultaneous opening

of the ducts N' at both trackers, neither roll can stop be-

cause the effects of the two pneumatics Q' are balanced

through the long lever W. The respondents seem to

urge that because this lever is present in the Tremaine

& Pain device and is absent in the defendant's devices

(notwithstanding that its function is performed), the

respondent can avoid infringement. This would be so

as to any claims in which the lever was claimed as an

element, but no such claims are in issue. The advan-

tage of the lever manifestly is that both the clutches can

never be disengaged because one of the bellows Q' can

collapse far enough to disengage the clutch only when

the other bellows is in a position where the other clutch

is closed. But this is a mere refinement of details and

is not an element of any of the claims in suit. Indeed.

this we shall see is admitted by the witness Fleming

himself. When present it permits greater latitude in

the location of the holes in the paper and in the tracker-
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board. When absent no more accurate placing of the

holes is required than in the defendants apparatus.

Such, then, was "the best mode in which they contem-

'* plated applying the principle thereof" (R. S., 4888),

and to this they are not limited. As this Court has said

in Von Schmidt vs. Bowers, 80 Fed. Rep., 121, they are

" not limited to the one mode shown."

ii.—The Pioneer Position of the Patent.

We ask the especial attention of the Court to the fact

that defendant-appellant, neither in its answer to the

bill of complaint, nor in the testimony taken on its be-

half, attempted to set up or allege a single patent, print-

ed description, actual construction, or any other fact or

thing prior to the invention of the patent in suit, by

which two music sheets were mutually controlled or by

which the claims of that patent could be limited in any

respect whatever.

In this remarkable and utter absence of anything

offered by the defendant to anticipate or restrict any

portion of the broad invention, it necessarily follows that

the greatest liberality of interpretation and the greatest

possible range of equivalents should be given to the

claims should such interpretation be necessary to main-

tain the complainants' cause against the respondent. It

is, however, an equally remarkable incident of this cause

that the respondent's infringement of no less than eight

claims (the language of which varies from generic to

very specific language), is an infringement verbatim ei
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literatim as well as a direct appropriation of all that is

characteristic of the invention, while at the same time

defendant's manager, inventor, patentee and sole tech-

nical witness has to admit categorically the absolute

primary status of the invention in the art. On the cross-

examination of Fleming (Qs. 412 and 413, Trans. Rec,

p. 151) he makes the following admissions:

"Q. 412. Isn't it a fact that up to the present mo-
ment you have never heard of any double tracker

and double music sheet construction provided with

connections for controlling one sheet by the other

sheet, prior to 1896?
A. I can't say that I did.

Q. 413. Then so far as you know to the contrary,

Messrs. Pain and Tremaine were absolute pioneers

in that undiscovered territory, were they not?

A. So far as I know."

We think this Court will fully indorse the opinion of

Judge Ross below that the patent "is of a pioneer char-

" actcr, and that its claims are, therefore, entitled to a

" broad and liberal construction."

III.—The Patent Claims in Suit.

Tremaine and Pain, as first and pioneer inventors of any

mode of controlling two sheets, one by the other, were as this

Court said in Von Schmidt vs. Bowers, 80 Fed. Rep., 121,

"entitled to a generic claim, under which will be included

every species, included within the genus."

They accordingly made three generic claims for

" mechanism controlled by each music sheet to regulate
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" and control the movement of the other music sheet,"

so as to include every one of the numberless species in

which the skilled mechanic or future inventor might

embody their creation (claims i, 2 and 3), and followed

these expressly by claims for more specific features and

elements (claims 4, 5, 10, 11, 12 etc.) under the prac-

tice mentioned in Von Schmidt vs. Bowers, where this

court went on to say: "In addition to such generic

" claim, he may include in the same application specific

" claims for one or more of the species."

The claims in suit follow. Some of the elements

are italicized in the first four claims to emphasize the

differences between them:

"i. In a mechanical musical instrument, in com-
bination, two or more perforated music sheets,

mechanism for operating each music sheet inde-

pendent of the other in connection with an inde-

pendent and separate organ, bank organ, or other

musical instrument, and mechanism controlled by

each music sheet to regulate and control the move-
ment of the other music sheet or sheets, so that they

all will travel together, to perform the music repre-

sented by each sheet synchronously or together.

2. In a mechanical musical instrument, in com-
bination, two or more perforated music sheets, race-

ways or tracker ranges over which said, perforated

music sheets are arranged to travel, one to each

music sheet, nir ducts or passages in each raceway

or tracker range, arranged to communicate with an

independent or separate set or series of sounding de-

vices for the sounding of the same, and mechanism
controlled and caused to be operated by each per-

forated music sheet, to regulate and control the
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travel of the other music sheet or sheets, for all the

music sheets to travel together so that the music per-

formed on the several musical instruments in con-

nection therewith will be performed synchronously

or together.

3. In combination, two or more sheets of flexible

material, raceways or rests over which said sheets

are arranged to travel, one raceway to each sheet,

and mechanism controlled und caused to be oper-

ated by each sheet, to regulate and control the travel

of the other sheet or sheets, for said sheets to travel

synchronously or together, over said raceways or

rests.

4. In combination, a sheet of flexible material, a

raceway or rest over which said sheet is arranged to

travel, an air duct or passage in such raceway, a per-

foration in said sheet in line with said air duct, an
air chamber, a pneumatic bellows in said air cham-
ber in communication with said air duct or passage,

a passage into said chamber from the outside, a bel-

lows outside of said chamber, a passage forming
communication with said passage leading to said

chamber and said bellows, a valve connected to said

pneumatic bellows adapted to close and open said

air chamber passage, a lever connected by one arm
to said outside bellows, a rotating shaft adapted to

move back and forth longitudinally in its bearings

and to be moved in one direction by the other arm
of said lever, a spring bearing on said shaft, a disk

or clutch on the end of said shaft arranged and
adapted to be engaged with another clutch or any
suitable operating device.

5. In combination, in a mechanical musical in-

strument, a perforated music sheet, a raceway, or

tracker range over which said perforated music
sheet is arranged to travel, air ducts or passages in

said raceway or tracker range arranged to communi-
cate with sounding devices for the sounding of the
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same, an air duct or passage in said raceway, a sepa-

rate perforation in the music sheet for such air duct

or passage, an air chamber, a pneumatic bellows in

said air chamber in communication with said air

duct or passage, a passage in said air chamber from
the outside, a bellows outside of said chamber, an

air passage forming communication with said pas-

sage and said bellows outside of said air chamber, a

valve connected to said pneumatic bellov/s adapted

to close and open said air passage leading to the air

chamber, a lever connected by one arm to said out-

side bellows, a rotating shaft adapted to engage with

the other arm of said lever, .and to move back and

forth longitudinally in its bearings, a spring bearing

on said shaft, a disk or clutch on the end of said

shaft, another rotating shaft, a disk or clutch on the

end of said latter shaft, adapted to engage with said

first disk or clutch, a gear on said latter shaft, a roll

on which said music sheet is adapted to be wound,
and a gear on said roll arranged to engage with said

shaft gear.

lo. In combination, a sheet of flexible material, a

raceway or rest over which said sheet is arranged to

travel, an air duct or passage in such raceway, a per-

foration in said sheet in line with said air duct, an

air chamber, a pneumatic bellows in said air cham-
ber in communication with said air duct or passage,

a passage into said chamber from the outside, a bel-

lows outside of said chamber, a passage forming

communication with said passage leading to said

chamber and said bellows, a valve connected to said

pneumatic bellows adapted to close and open said

air chamber passage, a rotating shaft adapted to

move back and forth longitudinally in its bearings

and connected to said bellows to move said shaft in

one direction, a spring bearing on said shaft, and
another rotating shaft, said shafts being arranged to

engage and disengage with each other.
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11. In combination, a sheet of flexible material,

a raceway or rest over which said sheet is arranged
to travel, an air duct or passage in such raceway, a

perforation in said sheet in line with said air duct,

and air chamber, a pneumatic bellows in said air

chamber in communication with said air duct or

passage, a passage into said chamber from the out-

side, a bellows outside of said chamber, a passage

forming communication with said passage leading

to said chamber and said bellows, a valve connected

to said pneumatic bellows adapted to close and open

said air chamber passage, a rotating shaft adapted

to move back and forth longitudinally in its bear-

ings and connected to said bellows to move said

shaft in one direction, a spring bearing on said shaft,

a disk or clutch on the end of said shaft arranged

and adapted to be engaged with another clutch or

any suitable operating device.

12. In combination, in a mechanical musical in-

strument, a perforated music sheet, a raceway or

tracker range over which said perforated music

sheet is arranged to travel, air ducts or passages in

said raceway or tracker ranges arranged to com-
municate with sounding devices for the sounding of

the same, an air duct or passage in said raceway, a

separate perforation in the music sheet for such air

duct or passage, an air chamber, a pneumatic bel-

lows in said air chamber in communication with

said air duct or passage, a passage into said air

chamber from the outside, a bellows outside of said

chamber, an air passage forming communication
with said passage and said bellows outside of said

air chamber, a valve connected to said pneumatic

bellows adapted to close and open said air passage

leading to the air chamber, a rotating shaft ar-

ranged to move back and forth longitudinally in its

bearings and connected to said bellows to move said

shaft in one direction, a spring bearing on said shaft.
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a disk or clutch on the end of said shaft, another ro-

tating shaft, a disk or clutch on the end of said lat-

ter shaft, adapted to engage with said first disk or

clutch, a gear on said latter shaft, a roll on which a

music sheet is adapted to be wound, and a gear on

said roll arranged to engage with said shaft gear."

It will be noted that Claims 1, 2 and 3 include the entire

invention generioally, and in broadest general terms. The

language is clear and not technical. Their interpretation is

natural and obvious.

Claim 4 is not for the general whole, but Is a sub-combina-

tion confined to the mechanism only for the stopping of

one sheet. Nevertheless, every one of its specific

elements, acting in precisely the same manner to produce

the same result, is found in the Fleming device. Such an

instance of the careful, wilful and deliberate infringement of

a specific claim containing fifteen distinct elements is cer-

tainly rare in the history of patent litigation! The same is

true of claims 5, 10, 11, 12.

In the court below defendant's counsel urged the

court "to refer back to the specifications and read into

" the claims those elements which are therein specified

" as being Uhe means' by which such functions are per-

" formed," not^vithstanding that the patent contains fif-

teen claims, the narrower of which already contain the

very limitations which defendant wishes interpolated

and read into all. It is well settled that this is only to

be done to save limited inventions from anticipation.

"The contention is also opposed to the general
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rule of construction, applicable where there are

several claims, to the effect that, if some of the

claims are limited to details, those which remain are

prima facie not to be fettered by insisting that they

contain, as necessary elements, the particulars which
are specifically covered elsewhere."

Bresnahan vs. Leveller Co., 102 F. R., 899-900.

"Infringement cannot be avoided by reading into

a broad claim of a patent specific devices claimed in

narrower claims of the patent."

Risdon vs. Trent, 92 F. R., 375-388.

"This invention consists essentially, as the inventor

declares at the beginning of his specification, in the

combination * * * and that he has broadly

claimed this combination in the first claim of his

patent. There is not an element in this combination
which is not found in the wind-mill of the appellee,

and it cannot be permitted to read other elements

into this claim, and then to defeat it, because it does

not use the elements it interpolates."

Mast, Foos & Co. vs. Dempster, 82 F. R., 327.

IV.—History of the Respondent's Fleming Construction.

As already stated, respondent is charged with in-

fringing claims i, 2, 3, 4, 5, 10, 11 and 12 of the patent

in suit. Furthermore, the defendant has stipulated that

the alleged infringing structures are in accordance with

the drawings and description of Fleming's patent 659,-

442. It may not be amiss at this point to consider some

of the general equities of this case, which will show how
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very strongly the legal rights of the complainant are

fortified by the inequitable position which Fleming and

his exploiters have taken.

William B. Fleming, who was the manager, director,

inventor and patentee for the respondent company up

to the time of its bankruptcy, was formerly in the em-

ploy of the Farrand & Votey Organ Company of De-

troit (Fleming Q. 3, Trans. Rec, p. 67), where he

served under Mr. Edwin S. Votey, now of the Aeolian

Company, the complainant. Here he first learned of

the Tremaine & Pain invention, which had been used

in Twenty-third street. New York (Fleming, Q. 4,

Trans. Rec, p. 67). Edwin S. Votey says that he per-

sonally explained to William B. Fleming the Tremaine

& Pain invention. He testifies (Votey, Q. 7, Trans.

Rec, p. 255) :

A. Mr. Fleming knew of this as early as 1895, as

I explained to him the mechanism of the Tremaine
& Pain device on my return from New York about

that time; and a little later Mr. Pain made me a

duplicate of the device and shipped it to me in De-
troit to be connected up with one of our organs in

Detroit. I mean connected electrically, so that the

admission of air to the tracker holes controlled a

pneumatic, making an electric contact which con-

trolled the circuit for sounding the various pipes of

the organ, but the mechanism for controlling the two
paper sheets in unison was just like that in New
York.

The reason the duplicate was made and sent instead

of mere drawings was "because it worked so satisfactor-
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" ily we wanted to have an exact duplicate" (Votey, Q.

9, Trans. Rec, p. 256), and he says of the device in

New York: "We could not spare it as we had it in con-

*' stant use" (Q. 10).

Shortly thereafter we find Mr. Fleming making

various alleged improvements and inventions in ap-

paratus embodying exactly the Tremaine & Pain prin-

ciples of operation, some being all-pneumatic and some

electro-pneumatic, and on the 22d of September, 1900,

he left the employ of the Votey Organ Company

(Fleming, x-Q. 11, Trans. Rec, p. 68). Probably his

alleged improvements and patents, all of which were

made by him while he was in the employ of the Votey

Organ Company, were not appreciated! Eleven days

later he arrived in California, October 3rd, 1900, and

connected himself with Murray M. Harris in the Mur-

ray M. Harris Organ Company (Fleming, x-Qs. 13 to

18, Trans. Rec, pp. 68-9).

If this respondent company w^as led into honestly be-

lieving that Mr. Fleming's patented constructions

could be made and sold by it with impunity, which

might have been the case if Fleming had failed to in-

form them of the existence of the Tremaine & Pain

patent, it is Fleming rather than the officers of the com-

pany that was at first morally responsible alike for the

infringement and for the collapse and failure of the

company, either because of the poor construction of the

Fleming devices, or because of bad management,

whichever it may have been. But if, on the other hand,
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the company was informed of the Tremaine & Pain

patent (as in contemplation of law they were), they are

equally culpable, as it is unimportant whether they pro-

ceeded in neglect and disregard of it and without ex-

amination, or whether they proceeded with the delib-

erate hope of avoiding liability either by finding some

loophole of escape from the patent or perhaps by their

more effectual way of failing in business and becoming

irresponsible for damages. At all events, this latter

course of action has taken place, and fail they did.

Mr. Fleming admits that the Murray M. Harris Organ

Company has failed and is utterly irresponsible. In

the eloquent words of Mr. Fleming, the Murray M.

Harris Organ Company "is wiped out" (Q. 321, Trans.

Rec, p. 138).

The way in which the respondent company has been

so "wiped out" after the infringement, is no less

peculiar than the acts of the infringement itself. Nat-

urally, the Murray M. Harris Organ Company did not

desire to respond in damages. Naturally, also, Flem-

ing having caused the failure of the Harris Company,

was in need of a new employer. At all events, the Los

Angeles Art Organ Company was formed and became

his employer, and "it undertook and agreed with the

Murray M. Harris Company to complete" contracts

still outstanding (Q. 313, Trans. Rec, p. 137), "but all

" these contracts were hypothecated in the bank, so that

" the company did not get any money for the organs"

(Q. 315) . It seems, in Fleming's own words, that Har-
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ris "borrowed the money from the bank, hypothecated

" these contracts to the full amount of money on them,

" practically speaking, and this company (meaning the

" Los Angeles Company) is paying it out of their own
" capital for the honor of the company" (Fleming, Q.

319). The Murray M. Harris Organ Company is not

able to respond in damages, but is "bankrupt" (Q. 328)

.

Why, under these circumstances, the respondent is so

thoroughly and expensively contesting the suit, is ex-

plained by the following admission (Trans. Rec, p.

140):

"Q. 334. Well, how is it paying for this litigation

and what part of it is the Los Angeles Art Organ
Company paying?

A. I could not give you the facts unless I went to

the books. Could not do it.

By Mr. Binney

:

Q. 335. But you do know that the defense of this

litigation is being paid for by the Los Angeles Art
Organ Company, do you not, and not by the Mur-
ray M. Harris Organ Company, which has not the

money to pay for it?

A. It is paid by the Los Angeles Art Organ
Company."

Consequently the Los Angeles Art Organ Company

(with which Mr. Fleming is identified exactly as he is

with the present respondent) is not only privy to this

case, but is fighting it for its own interests. Thus the

present respondent, having shirked all its responsibili-

ties, has allowed the Los Angeles Art Organ Company

to take over its contracts and also to receive "the monev
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*' instead of the Harris Organ Company * * * without

" any consideration that was of value to the Murray M.
" Harris Organ Company" (Fleming, Q. 297, Trans.

Rec, p. 135).

Whatever excuses or extenuating circumstances may

be urged by the respondent, it is very clear that this

whole transaction born of the infringement and termi-

nated in bankruptcy was in its necessary effect on the

creditors and injured parties and particularly on the

complainant, a gross fraud, calculated to enable the re-

spondent to invade the patent rights of the complainant

with impunity and to evade absolutely the payment of

damages and even taxable costs herein.

We shall, as might well be expected, find that the re-

spondent's construction is the most direct and flagrant

embodiment of the Tremaine & Pain "principle of

operation'' and "idea of means," together with each and

every one of the elements claimed in no less than eight

claims of the patent.

V.—Details of the Respondent's Construction.

The Fleming construction stipulated to be shown in

the drawings and specification of Fleming patent 659,-

442 has precisely the same function, operation, purpose,

and results, as set forth and covered in the Tremaine &
Pain patent in suit. Furthermore, it embodies each and

every one of the rolls, sheets, pneumatics, clutches and

essential elements of that construction, and it infringes

every one of the eight claims in suit, rwt only in sub-
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stance, but verbatim et literatim. The two music sheets

marked B\ B^ have either pairs of perforations as 7 and

8 for the two controlling tracker ducts, or a single per-

foration therefor as described in connection with Fig 5.

In view of both forms being shown as equivalents, de-

fendant can not be allowed to deny that they are so.

The rolls are driven just as in Tremaine & Pain by two

separate friction clutches seen at the left-hand side of

Fig. 6 and seen in detail in Fig. 7. Just as in the Tre-

maine and Pain patent, one clutch member is fixed upon

the shaft that turns the take-up roll of the music sheet,

while the other member of the friction clutch is mov-

able into and out of engagement therewith and nor-

mally engages by means of a spring which presses the

clutch together, but is disengaged by means of a lever

IVr, which is actuated by the collapse of the bellows D
to disengage the clutch. So, also, just as in the Tremaine

& Pain patent, the movable clutch member and its shaft

(in this case a very short hollow shaft which carries it)

are driven from a suitable source of power, whereby

both take-up rolls are actuated at equal speeds and

whereby if either music sheet gains or advances over

the other sheet, its clutch is released to stop or slow up

the music sheet for an instant and thus re-establish syn-

chronism.

Just as in the Tremaine & Pain patent, the large

pneumatic that operates the clutch is not directly con-

nected with the tracker-board, but, on the contrary, is

controlled by a valve and small pneumatic 2 or 3. So,
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also, just as in the Tremaine & Pain patent, one control

duct from the tracker leads to such small pneumatic 2

(or 3) which by expanding within a suction chamber,

just as in the Tremaine & Pain patent, opens the valve

which controls the large pneumatic D and causes it to

stop the roll.

For interfering and preventing such stoppage when

the rolls are in synchronism and also for restarting at

the right instant when either of the rolls is stopped,

there is provided, just as in Tremaine & Pain, a control

tracker duct from the other tracker-board that leads to

a small pneumatic 15 within the suction chamber, as in

Tremaine & Pain. This small pneumatic 15, instead of

directly interfering with the stopping action by pre-

venting the operation of the small pneumatic 2, above-

mentioned, which would be in exact accord with the de-

tails of the Tremaine & Pain patent, tends to open a

valve 24, and thereby operate a secondary pneumatic i

which prevents the operation of the stopping pneu-

matics 2 and 3. In this way, no less than in Tremaine &
Pain, it prevents the stopping as long as the sheets are

in synchronism and causes the starting of the sheet that

has been stopped, just as, in Tremaine & Pain, the ex-

pansion of the little pneumatic F^ prevents the opera-

tion of the pneumatic E^, and if that pneumatic is open,

causes it to collapse.

In the Fleming construction the pneumatics 15 and

16 require both to be expanded to raise the valve 24;

and the pneumatic i, thereby controlled, is powerful
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enough to act on both pneumatics 2 and 3 and keep

them collapsed or collapse them, as the case may be.

This secondary pneumatic i acting, as it were, as a relay

for the pneumatics 15 and 16 in preventing the stop-

ping or causing the restarting, is merely an additional

element to the Tremaine & Pain combination, that is to

say, Flemmg does by two steps what Tremaine & Pain

do in one step, and that is about the only distinction that

can be discovered and debated in the Fleming construc-

tion—truly, a distinction without a difference! It

would indeed be a pretty state of affairs if an ex-

employee by mere addition of unnecessary elements to

a patented combination could justify his embodiment

of the combination itself and a theft of the invention.

"The defendant employs all the parts in com-
bination covered by the clmms of complainant's pat-

ent, and cannot escape liability of infringement be-

cause he employs others in addition" {Williams vs.

B. & A. R. R. Co., 17 Blatch., 21-23)

.

Fleming was the only expert witness examined on be-

half of the Harris Company. In his examination and

in the brief filed below by defendant's counsel, consid-

erable space was devoted to other immaterial discrep-

ancies between the construction described in the patent

in suit and that of the Fleming patent. As it is the es-

sentials, and the vital similarities, not the unimportant

additions or dissimiliarities between these patents,

which concern this court, we shall not waste time in dis-

cussing the latter. But one of these alleged differences
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of construction is the subject of much argument by de-

fendant, to-wit, the fact that the patent in suit shows

and describes a single line of perforations at the edge of

the music sheet for operating the retarding and restart-

ing mechanism, and thus securing the desired synchron-

ism, while the Fleming patent shows one form with only

one row, and one form of construction with two lines of

such perforations. Referring to this, defendant's coun-

sel in the brief below used this language (the italics are

ours) :

"The mechanism of the patent in suit only works
with a single perforation in the edge of the sheet

and will not work with two perforations. In the

Fleming construction the music sheets must have

two rows of perforations in the edge, arranged in

pairs, one short and one large perforation. These

perforations are elements in this combination."

In view of this unqualified statement, which we feel

compelled to show is untrue, we feel bound to set forth

at length the facts and the extraordinary testimony of

the witness Fleming in relation thereto.

In the form of the invention shown in Fig. 5 of his

drawings the music sheets are stopped and restarted in

unison by means of a single line of perforations, as in

the patent in suit (see description, p. 3, lines 56 to 84

of the printed specification). While describing the

construction and operation of his device in his direct-

examination he carefully refrains from mentioning the

latter modification, but, on cross-examination, he is
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forced to give the following series of extraordinary an-

swers, which we quote (Qs. 191 to 207, inclusive, Trans.

Rec, pp. 111-113) :

"Q. 191. I notice that your patent, Mr. Fleming,
jiumber 659,442, shows, in figures 4 and 5, a varia-

tion or modification in which only a single hole in-

stead of a pair of perforations is used, and the patent,

as I understand it, distinctly states that this is the

same invention in principle and covered by the same
patent; is that correct?

A. No, it is not correct; I want to explain that

single hole arrangement in the paper was put in only

showing in a drawing so that no one in the future

can come along and cover that up with the two-hole

arrangements.

Q. 192. Then you regard it as a separate and dis-

tinct invention?

A. No; no invention at all.

Q. 193. But separate and distinct subject matter

from the patent, from the rest of the patent, and not

covered under the claims?

A. No, it is not covered under the claims.

Q. 194. And that is your understanding?

A. That is my understanding; no claim on it, on

figure 5.

Q. 195. And you have taken out several patents,

and had some experience, have you not?

A. I have.

Q. 196. And you put in subject matter, not cov-

ered by the claims, deliberately, in your patent; is

that so?

A. It was not deliberately put in; it was put in

for a purpose.

Q. 197. It was put in for a deliberate purpose not

of covering it as a part of the invention for which
the patent was issued, but for some other reason;

that is right, isn't it?
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A. Well, I will have to answer that in this way:
1 tried it and found it wouldn't work.

Q. 198. And then you put it in?

A. No ; with the one hole form, that application

would not work; it was a total failure.

Q. 199. You discovered that after your patent was
issued?

A. No, before.

Q. 200. But you allowed it to stand in the patent

specification without informing the public of this

false impression that the specification would give.

Is that correct?

A. Because it never has been used.

Q. 201. Please answer my question (Q. 200 read

by the Special Examiner)

.

A. There are certain things I can't remember
about that; that that was brought up by the attorney,

and I can't remember just what it was; but the idea

was for him to eliminate What do you call that

expression they use?

Q. 202. Variation? Modification?

A. No. Disclaimer. I thought he would attend

to that.

Q. 203. You instructed him to disclaim the sub-

ject matter which you tooks pains to show in figures

4 and 5. Is that right?

A. It was not under that form. I put it to him
this way, 'Now,' I said, 'that is no use to us

—

to me
particularly] no use at all whatever; and / don't

want anything to do ivith it/ I explained it to him
that way, and he said he would attend to it. Now,
further than that I cannot help myself, because a

patent attorney is

Q. 204. You understood and intended, then, to

show, in figures 4 and s

A. Figure 4.
' That is one hole.

Q. 205. Your figures 4 and 5—I suppose it is

figures 4 and 5—show apparatus which you didn't
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intend to cover by your patent, and therefore in-

tended to leave open to other people to enjoy. Is

that what you mean?
A. Yes.

Q. 206. Look at claims 8, 9 and 10 of your patent

and see whether those claims say anything about two
sets of perforations, or whether those claims are not

just as applicable to the description in connection

with figure 5 as the rest of the drawings; and give

your candid opinion.

A. I can't see anything in those claims pertaining

to that figures 4 and 5.

Q. 207. Can you see anything in those claims in-

consistent with figures 4 ^^d 5 ?

A. No, I do not."

Even his weak and ungenerous attempt to shift the

blame on his attorney (washing his hands of it like Pon-

tius Pilate!) is unsupported by any other testimony and

rendered unlikely by the fact of his having taken out at

least six prior patents on organ construction (Trans.

Rec, p. 3 1 ), his having been examined as an expert wit-

ness in 1883 (Trans. Rec, p. 31) and his "having ex-

" amined all of the U. S. patents for pneumatic appli-

" ances for electro and pneumatic organs when they

" have been issued since that time (1883) ^^ ^he pres-

" ent" (Trans. Rec, p. 31). Manifestly, one who poses

as a qualified expert for more than twenty years cannot

now be permitted to hide under the coat-skirts of his

attorney. His desire to belittle his own patent clearly

arises from his full understanding that the form of fig-

ure 5 defeats respondent's whole theory based on the dif-

ferences betvveen designs of perforations illustrated in
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his other figures, and that in the Tremaine & Pain pat-

ent in suit, from which he is so desperately trying to dif-

ferentiate it.

He afterward attempts, but only with disastrous out-

come, to explain why his own sheet with a single line of

perforations is inoperative in his own patent as follows

:

"Q. 227. Does not the admission of air pressure to

both pneumatics 15 and 16 raise the valve rod 19

against the action of spring 20, as stated in the pat-

ent, and cause the collapse of pneumatic i ?

A. It will in the two perforations ; not in the one.

Q. 228. Why won't it in the one?

A. Now, I will give you an explanation.

Q. 229. All right.

A. The hole in the tracker-board, in the duct,

with the one perforation has got to supply two pneu-

matics, 2 or 15, 2 and 15, or 3 and 16; either one; it

has to supply two pneumatics ; and it won't do it, be-

cause—it won't operate them, because there is a bleed

hole in the top of those pneumatics that takes the

amount of air that goes through the ducts.

Mr. Binney.—Complainant's counsel objects to

the answer of the witness as assuming in the question

proportions and features, to wit, bleed holes, direct-

ly contrary to the statements of the patent, since ob-

viously bleed holes could be made large enough to

cause the leakage and inoperativeness of any pneu-

matics, but the introduction of such features neces-

sary to render the device inoperative would be con-

trary to the statements of the patent, page 3, lines 55,

56 and following, and the witness' statement is,

therefore, inadmissible as contradicting his own
grant.

Q. 230. Does the patent say anything about bleed

hole in these pneumatics?
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A. I think the specification does.

Q. 231. Will you please point out where it

does? * * *

A. / am mistaken.******
Q. 232. You say some bleed holes are essential?

A. Ido.
Q. 233. Then your patent omits an essential, does

it not?

A. Yes, it does; on the pneumatic, those pneu-

matics.

Q. 234. Which pneumatics?
A. 15 and 16."

(Transcript of Record, p. 123.)

On re-direct examination he turns "about-face" and
absolutely denies this:

"Q. 484. Now then, in your cross-examination

you also stated that bleed holes were essential to

pneumatics 15 and 16 shown in the drawings of your
patent 659,442, and that such bleed holes are not

shown either in the drawings or described in the

specification. Do you wish to make any correctidii

in relation to that statement now, or not?

A. Yes, I do. I would like to do that.

Q. 485. Well, what is the correction you desire to

make?
A. I want to make this statement. I have been

working on mechanical appliances to make the

tubular or pneumatic mechanical appliance for play-

ing the piano, and I got that mixed up with the bleed

holes on the piano arrangement. But it is not neces-

sary to have bleed holes in the organ or in that pat-

ent 639442"

(Transcript of Record, p. 160.)
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Thus, the only reason he can give why the one perfor-

ation "won't operate" is "because there is a bleed hole in

" the top of these pneumatics," and he afterward

swears as above that there is no such bleed hole in the

device, and that it is "not necessary to have bleed holes."

Does he not make it quite clear, in spite of his reckless

and wobbling statement, that his music sheet with a

single line of perforations precisely like that of the pat-

ent in suit is the full mechanical equivalent of his other

sheet with two sets of perforations?

As to the shape and operation of the two perforations

in the music sheet his statements are equally disingenu-

ous. As we have said above, the longer perforations are

shown in the drawing of the patent as extending in ad-

vance of the shorter about the length of the latter, or

say, one-half inch. On the stand Fleming "produced a

" piece of paper cut according to my (his) contention

" of the music roll (Q. 236). This paper is before the

Court and is marked "Fleming Perforation for Identi-

fication, L L."

The testimony proceeds (Trans. Rec, p. 125) :

"Q. 240. Then it would seem that this would be
fatal to the proper operation, if there was a half an

inch difference as I have assumed; and a very much
smaller overlap is absolutely essential, is it not?

A. Yes.

Q. 241. In the paper that you have produced, the

overlap is only one-half of the diameter of the

punch?
A. Yes.
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Q. 242. Or, about a sixteenth of ar^ inch. Is that

right?

A. That is correct.

Q. 243. Then it seems to me that the difference

as between making the long perforations extend a

half an inch in advance of the sheet and making it

extend a sixteenth of an inch is a difference between
its operating in unison, and its not operating in uni-

son, or the difference between utter failure and suc-

cess, is that right?

A. Yes.

Q. 244. Does your patent give any indication of

what the amount of overlap should be?
A. I don't think so. I don't know about that.******
Q. 256. Why didn't you inform the public and

those skilled in the art that a half inch overlap, or

any considerable overlap, in excess of the i6th of an

inch would be fatal to the operativeness?

A. I will answer that question. The patent was
issued to me, not to the public.

Q. 257. Is that your reason?

A. I don't think there is any reason for answering

any other way.

Q. 258. It is the best reason you have, is it?

A. No.
Q. 259. You have not given, then, your best rea-

son. Please give your best, without concealing any-

thing.

A. Well, I can't answer it, only in this way: It

was given to the patent office, not to the public.

Q. 260. The reason was given to the patent office,

not to the public?

A. Yes.

Q. 261. You mean in oral argument before the

Examiner?
A. No, not oral at all. // was written, manu-

script.
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Q. 262. I have read the manuscript, and that is

not there?

A. Well, the Examiner wanted to know the rea-

son why. He wanted to know why."

We do not think, in the face of such befuddled ex-

planations as this, the Court will be likely to seriously

entertain the defense of non-infringement. It should

be evident without much thought that Tremaine & Pain

can use two rows if they choose to, and that it is flatly

untrue that their device "will not work with two per-

forations." Suppose Tremaine and Pain locate their

tracker holes N' a quarter of one inch to the left of their

position in Fig. i, and perforate another row of holes

exactly like B^ one-quarter of an inch to the left in the

music sheet. There, clearly the action of holes N' is un-

changed. So is the action of the holes D^, and the two

rows of holes in the sheet now separately operate the

tracker holes N' and D^ precisely as before and without

the slightest change otherwise. On the face of it then,

the defendant is driven to misstating obvious truths to

find an alleged distinction.

Furthermore, the Fleming patent itself shows one

row of holes as a variation or alternative arrangement

for two rows.

VI.—Of Infringement.

It would seem to follow, from the foregoing detailed

and comparative analysis of the respondent's Fleming

construction, that infringement of any adequately broad
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claims for the complainants' invention must necessarily

follow, so that a mere reading of the claims after under-

standing the respondent's and complainants' respective

constructions is probably all-sufficient.

However, we have no less an authority than defend-

ant's expert, Mr. Fleming himself, forced to admit

against interest that each one of the elements of the

principal claims in suit is present in his construction

and present in the same arrangement that is claimed in

the combination claims in suit. His cross-examination,

Qs. 154 to 190 (Trans. Rec, pp. 99-107) forms an addi-

tional and distinct line of proof of infringement quite

independent of that arising from our separate and inde-

pendent comparison of the two patents. He was asked

about the very elements and in the very words of the first

four claims of the Tremaine & Pain patent, and was

forced to admit that all these elements so combined

were present in his structure. We have arranged for

the convenience of the Court the following parallel col-

umns by which his admissions may stand side by side

with the elements of the claims.

Claim 1 includes

:

" two or more perforated " two music sheets" Q. 166.

music sheets." Trans. Rec, p. loi.)

" mechanism for operating " mechanism for operat-

each music sheet independ- ing each music sheet inde-

ent of the other." pendent of the other" (Q.
166. Same).
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" independent and separ- " separate organ mechan-
ate organ, bank organ or ism or separate bank" (Q.
other musical instrument." 167. Trans. Rec, p. loi).

" mechanism controlled by " mechanism controlled by
each music sheet to regu- the music sheet to regulate

late and control the move-
ment of the other sheet."

Claim I states the opera-
tion of the combination of

these elements to be "so

that they will all travel to-

gether to perform the

music represented by each
sheet synchronously or to-

gether."

Claim 2 dififers from
claim I by naming among
its elements "raceways or

tracker ranges over which
said perforated music
sheets are arranged to

travel, one to each music
sheet, air ducts or passages
in each raceway or tracker

range."

Claim 3 includes the fol-

lowing elements:

and control the instant of

starting the other sheet"

(Q. 169. Trans. Rec, p.

102).

Fleming states the oper-

ation of the combination
of his elements as follows:

"This causes them to again

start traveling together so

as to perform the music
lepresented by each sheet

in unison and together"

(Q. 171).

Fleming says: "Each
of the tracker boards has

ducts and mechanisms
controlled by the music
sheet" (Q. 169. Trans.
Rec, p. 103).

Fleming says his device

is-

" two or more sheets of " for two music sheets"
flexible material." (Q. 166. Trans. Rec, p.

lOl).
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" raceways or rests over

which said sheets are ar-

ranged to travel, one race-

way to each sheet."

" and mechanism con-

trolled or caused to be op-

erated by each sheet to

regulate and control the

travel of the other sheet or

sheets."

Claim 4 is more specific.

It embraces:

" a sheet of flexible mate-

rial."

" a raceway or rest over

which said sheet is ar-

ranged to travel."

" an air duct or passage

in said raceway."

" a raceway or tracker

board over which the per-

forated sheet is arranged
to travel" (Q. 277. Trans.
Rec, p. 131).

"mechanism controlled by
the music sheet to regulate

and control the instant of

starting the other sheet

when it has been stopped"

(Q. 169. Trans. Rec, p.

103)-

Fleming finds in his

patent No. 659,442 named
in the stipulation (Q. 279.
Trans. Rec, p. 131).

" one sheet."

" a raceway or tracker

over which the sheet is ar-

ranged to travel."

" an air duct in said race-

way or tracker board."

" a perforation in said '• a perforation as 8 in the

sheet in line with said air sheet in line with the said

duct." air duct."

'' an air chamber."

" a pneumatic bellows in

said air chamber in com-
munication with said air

duct or passage."

*' an air chamber G."

" a pneumatic bellows as

2 in said air chamber G in

communication with said

air duct or passage."
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" a passage into said

chamber from the out-

side."

'* a passage as that con-

trolled by valve g g into

said chamber from the

outside."

" a bellows outside of said " a bellows as D outside of

chamber." said chamber."

" a passage forming com-
munication with said pas-

sage leading to said cham-
ber and said bellows."

" a passage forming com-
munication with the said

passage controlled by
valves gg leading to said

chamber and with said

bellows D."

" a valvt connected to said

pneumatic bellows adapt-

ed to open and close said

air chamber passage."

'' a valve as your double

valve gg connected to

said pneumatic bellows 2

and adapted to close and
open said air chamber pas-

sage and thereby control

the bellows D."

' a lever connected by one ' a lever M^ connected by
arm to said outside bel- one arm to said outside

lows." bellows D."

" a rotating shaft adapted

to move back and forth

longitudinally in its bear-

ings and to be moved in

one direction by the other

arm of said lever."

" a rotating sleeve or hub
adapted to move back and
forth longitudinally in its

bearings and to be moved
in one direction by the

other arm of said lever

Ml"

'* a spring bearing on said " a spring bearing on said

shaft." hollow shaft or hub."
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" a disk or clutch on the " a disk or clutch member
end of said shaft arranged on the end of said hollow
and adapted to be engaged shaft or hub arranged or

with another clutch or any adapted to be engaged
suitable operating de- with another clutch or

vice." suitable operating de-

vice."

Here is every particular and every specific element of

one of the most specific claims in suit, such as claim 4,

admitted as existing in the alleged infringing construc-

tion. Some sixty objections were made by respondent's

counsel to various other questions asked this witness,

and in more than thirty cases instructions were given

the witness as to his reply, but no objection was made to

this vital question or its answer. In re-direct-examina-

tion the witness was virtually requested to explain or

contradict many of his prior statements, but no attempt

was made to qualify this particular and detailed ad-

mission.

Indeed, I do not think that our learned brother, Mr.

Harpham, will dispute our statement that during the

asking of these questions he went over to Mr. Fleming's

elbow and they picked out together in the Fleming pat-

ent each element as called for in the questions before the

witness was allowed to answer. This statement is made

not as the slightest criticism upon Mr. Harpham; on

the contrary, we welcomed his assistance and he under-

stood that this course was not objected to at the time;

but it does show why no objection to the questions and

carefully prepared answers and no attempts to contra-
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diet or qualify such answers were made by the respond-

ent's counsel.

Therefore, so far as these claims i to 4 are concerned,

it seems unnecessary to occupy the time of the court by

quoting the testimony of complainants' expert also.

After these admissions against interest of respondent's

officer and director, respondent is certainly in no con-

dition to deny the infringement without some opinion

of some competent witness. Yet no other witness on

this question was even called in defense.

Mr. Oscar F. Gunz, whom the court perhaps knows

by reputation as a competent and careful professional

expert, had already been called in complainants' prima

facie case to testify as to the technical points of the pat-

ent in suit and the marked similarity of the respond-

ent's embodiment of it; for counsel could hardly sup-

pose at that time that the defendant's superintendent,

inventor and constructing manager would be offered as

a supposed unbiased expert witness to give opinion evi-

dence, much less that such opinion evidence, on which

the respondent was apparently forced to solely rely,

would prove to be the very best testimony in demonstra-

tion of the infringement. Mr. Gunz's first deposition

(Trans. Rec, pp. 186-243) supplemented as it is by his

rebuttal deposition (Trans. Rec, pp. 263-270), is a

complete and careful study and analysis of both the

complainants' and respondent's patents and a critical

comparison between the two. This will help the court,

if anything further is needed, in reaching a conclusion,
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free from doubt, as to the extreme flagrancy of the re-

spondent's infringement.

Mr. Gunz, who is a specialist skilled in the art of'

musical instruments, and qualified by many years of

practical experience in respect to patents as well as an

enviable musical experience, agrees perfectly with Mr.

Fleming in finding that the subject of claims i to 4 of

the patent in suit is found in the respondent's apparatus,

and it is present for exactly the same purpose and mode

of operation. Claim 5 differs from claim 4, firstly, in

the unnecessary enumeration of the air ducts or pas-

sages and connections for sounding the musical notes,

which, of course, are old features common to both com-

plainants' and defendant's apparatus as well as to all

such apparatus operated by pneumatic tracker-boards;

and then proceeds to enumerate the air duct or passage

controlling device and "a separate perforation in the

" music sheet for such air duct or passage." All these

parts are, of course, conspicuously present in the re-

spondent's construction.

In addition, claim 5 characterizes the rotating shaft

of claim 4 as "adapted to engage with the other arm of

said lever" instead of saying "adapted * * * to be moved
" in one direction by the other arm of said lever." In-

spection of Figure 6 of Fleming's drawings will show

that the connections of lever M^ is described with equal

aptness and accuracy by each of these phrases. Indeed

the Fleming levers M^ M^ and complainants' levers T^

and connections are almost identical.
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As to claims lo, ii and 12, Mr. Gunz points out in

the Fleming patent construction each and every element

of these claims (Trans. Rec, pp. 214-220). It

is quite unnecessary to here go over them element by

element, particularly as no serious attempt was made to

attack Mr. Gunz's testimony.

Against this overwhelming evidence of infringement,

to which Mr. Fleming himself contributes perhaps the

most remarkable and conclusive testimony of all, we

have some feeble attempts from Mr. Fleming to dwell

upon the distinctions that can, of course, be found be-

tween any two devices. It is not mere differences,

which determine or even point to non-infringement,

particularly when such differences are not in the ele-

ments concerned in the claims in suit. Of these ele-

ments and of the so manifest similarities in what Mr.

Fleming had adopted from the Tremaine & Pain inven-

tion, Mr. Fleming was most carefully silent until driven

to earth and then effectively unearthed, by the weapons

of cross-examination.

THE DEFENCE OF NON-INFRINGEMENT.

The defendant's argument against infringement

seems to rest mainly on two theories. Firstly, that al-

though they come within the plain wording and defini-

tion of the claims, they still do not have the same me-

chanical means. Secondly, that, because the defendant

has a patent for his construction, there is an alleged pre-
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sumption of law that the construction is different and

not an infringement.

The first theory may be expressed in the words of de-

fendant's brief below:

"The only way to prevent the claims from being

declared void by reason of being functional, is to

refer back to the specifications and read into the

claims those elements which are therein specified as

being the means by which such functions are per-

formed. Reading these elements into the claims, the

Fleming construction does not infringe these

claims."

In other words, the court is asked to disregard the

plain generic wording of the claims, which is truly

structural and not functional, and to read into the

claims all the elements necessary in the particular mode

illustrated and which would characterize the most lim-

ited claim that could be drawn in the case; for if it be

assumed, which is proper, that a patented invention has

no unnecessary parts, it stands to reason that there are

no parts however minute in detail, which are not "the

means" by which the functions of the invention are per-

formed in the particular embodiment or mode shown.

The theory loses sight of all distinction between gen-

eric and specific claims and between genus and species.

It loses sight of the very object of a claim, which is to

define novel and salient characteristics, v^'hile the ob-

ject of the specification is to exemplify such character-

istics and specify details sufficient for the construction

and use of the invention in its best mode. It never
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could be the object of a claim to specify even the neces-

sary parts of a complete device. The statute, R. S.

4886, distinctly authorizes claiming the parts or com-

bination less than the entirety. The claims in suit are

purely structural. Take for example the first claim of

the patent: "Two or more perforated music sheets"

are certainly structures and not functions. "Mechan-
" ism for operating each music sheet independently of

" the other in connection with an independent and sep-

" arate organ" is certainly mechanism or structure and

not function, though it is genus and not species; "and

" mechanism controlled by each music sheet to regulate

" and control the movement of the other music sheet

" or sheets" is certainly generic structure and not func-

tion. The presence of these structures "in a mechanical

musical instrument" is the definition made in the first

claim of the salient parts in combination that the in-

ventors selected and the patent office approved as de-

fining the matter protected.

It is of course time-honored practice in patent claims

to follow the enumeration of elements by a limiting

explanatory clause, usually commencing "whereby"

and followed by the object of the elements, and such a

clause commencing "so that" appears in claim i. The

combination of the sheets and the mechanism enumer-

ated was absolutely a new genus with Tremaine and

Pain, as we have seen; and by this combination they for

the first time accomplished the automatic, separate and

synchronous actuation of two music sheets. The de-
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fendant certainly has adopted these means and no

others for the same specific purpose and same "prin-

ciple of operation." It has specifically the two or more

perforated music sheets with the characteristic control

perforations. It has specifically mechanism for oper-

ating each sheet and it has specifically mechanism con-

trolled by each sheet, through the control perforations,

to regulate and control the other sheet. It has not only

the genus that Tremaine and Pain created, but it has

also adopted the specific features claimed within such

genus, in the more limited claims of the patent.

Westinghouse vs. Power Brake Co., 170 U. S., p. 337,

cited by defendant, is not a parallel nor a precedent for

the case at bar, but it was there said : "Mere variations

" in forms may be disregarded, but the substance of the

" invention may be there." In each case the court must

determine what the substance is by comparison with

what was old and well known. In the case at bar the

court below has found the Tremaine and Pain's dis-

covery absolutely new and its substance certainly em-

bodied in the defendant's device, with mere variations

in form of the mechanisms enumerated in claims. The

interpretation of a proper generic claim must be as

broad as the novelty of the invention—no more, no less.

The principles that determine the generic or specific

application of a complainant's claims to defendant's de-

vice have been well and often laid down by the supreme

court of the United States and by this court of appeals:
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"Morley, having been the first person who suc-

ceeded in producing an automatic machine for sew-

ing buttons of the kind in question upon fabrics, is

entitled to a liberal construction of the claims of his

patent. He was not a mere improver upon a prior

machine which was capable of accomplishing the

same general result; in which case, his claims would
properly receive a narrower interpretation. This

principle is well settled in the patent law, both in

this country and in England." (Morley vs. Lancas-

ter, 129 U. S., 263-273)

.

Tremaine and Pain were certainly "the first persons

who succeeded in producing an automatic" control of

one sheet by the other for synchronous travel.

"If he (the patentee) be the original inventor of

the device or machine called the divider, he will

have a right to treat as infringers all who make di-

viders operating on the same principle, and per-

forming the same functions by analogous means or

equivalent combinations, even though the infringing

machine may be an improvement of the original,

and patentable as such." {McCormick vs. Talcott,

20 How., 402-405).

Just so Tremaine and Pain were "the original inven-

tors of the device or machine" for making two sheets

mutually control each other's travel and they "have a

right to treat as infringers all who make" such a device,

" operating on the same principle and performing the

" same functions by analogous means or equivalent com-

" binations/^ Defendant has the exact combination as

claimed.

"But Clough was the first person who applied a



55

valve regulation of any kind to the combination to

which he applied it, and is the first person who made
such combination ; and he is entitled, under decisions

heretofore made by this court, to hold as infringe-

ments all valve regulations, applied to such a com-
bination, which perform the same office in substan-

tially the same way as, and were known equivalents

for, his form of valve regulation." (Clough vs.

Barker, io6 U. S., 166-177).

This court of appeals has expressly said that a pat-

entee is "not limited to the one mode shown" for apply-

ing the principle of operation of his machine. He may

invent the genus as well as the species; as Tremaine and

Pain certainly did. Fleming has employed and in-

fringed the genus and also the new species claimed.

This very court has said:

"By Section 4888 of the Revised Statutes it is pro-

vided that every inventor, when making his applica-

tion for a patent, shall file in the patent office a writ-

ten description of his invention; and, if the applica-

tion be for a machine, he is required to explain the

principle thereof, and the best mode in which he has

contemplated applying the principle, so as to dis-

tinguish it from other inventions. But he is ?iot

necessarily limited to the one mode shown. The
pioneer inventor is entitled to a generic claim, under
which will be included every species included with-

in the genus. In addition to such generic claim, he

may include in the same application specific claims

for one or more of the species.^'' {Von Schmidt vs.

Bowers, 80 F. R., 121-1 ^y, citing numerous cases, in-

cluding three from the supreme court of the United
States.)

Reading any one of the first three claims in suit, in
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comparison with the narrower but equally infringed

claims, we submit that the following precedent is also

most applicable:

"This claim, as we read it, is, distinctively, ex-

clusively, and broadly, for a new combination; and
•we know of no authority or principle of law which,

when reading it, would warrant us in converting it,

by construction, into a claim for details merely.
* * * The correct inquiry, from our point of

view, is not whether the appellee uses, in his mechan-
ism of mediate connection, the same devices which
are used by the appellants, or equivalents thereof, but

whether the mediate connection employed by the

appellee is not itself an equivalent of the mediate
connection of the Campbell combination. * * *

Though some corresponding parts of the machinery
are not the same, and, separately considered, could

not be regarded as identical or conflicting, yet, hav-

ing the same purpose in the combination, and effect-

ing that purpose in substantially the same manner,

they are the equivalents of each other in that re-

gard."

National Cash Register Co. vs. American, 53 F.

R., 367.

The defendant's contention that the claim must

specify all the various mechanical complications neces-

sary to a complete device is, we think, well answered in

the above citation, wherein, as in the case at bar, a rule

requiring similarity of all the elements of the complex

apparatus would merely invite evasion by the merest

skill in mechanics. Moreover, such a rule would re-

quire a claim to be specific and descriptive instead of
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fulfilling its proper function of designating what the

patentee wishes to ^^define^^ as characteristic. As was

said by the supreme court in Railroad Co. vs. Mellon,

104 U. S., 112:

"The question of the relative weight and object

of the specification and the claim in a patent have
been settled, once for all, by the supreme court."

"As a rule, therefore, the specification filed with

the application for Letters Patent contains a general

description of the invention sought to be patented,

which is followed by what is technically called the

'claim.' In reference to this latter part of the specifi-

cation, this court, speaking by Mr. Justice Bradley,

has said

:

'It is well known that the terms of the claim in

Letters Patent are carefully scrutinized in the

Patent Office. Over this part of the specification

the chief contest generally arises. It defines

what the office, after a full examination of pre-

vious inventions and the state of the art, deter-

mine the applicant is entitled to.'' * * *

We are, therefore, justified in looking at the

'claim' with which the specification of the appellee's

invention concludes, to determine what is covered

by his Letters Patent."

Railroad Co. vs. Mellon, 104 U. S., 1 12-1 18.

Since writing the above we have received a copy of

appellant's brief, from which we note that this point as

to the functionality of the claims, so urgently insisted

on in the lower court, has been abandoned. However,
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we shall leave our argument on the subject to stand as

written, as it may possibly become pertinent hereafter.

The defendant's theory that complainants' extent of

use of the mvention can influence the question of inter-

pretation, or give to defendant a right to infringe, is

equally without support. It has not even the facts to

justify it; for, as we have seen, the device was in con-

stant use and could not be spared from New York dur-

ing a period of at least two years (Votey, Qs. 5, 6, 8,

Trans. Rec, p. 254), and Votey so informed Fleming

at the tim.e he had the duplicate apparatus built (Q. 7)

.

As a matter of law it makes not the slightest difference

to the question of infringement:

"A man may obtain a patent for an invention and

let it lie in the Patent Office without use, and no one

else would have the right to use such invention, be-

cause it is his property."

Pitts vs. Wemple, i Bissell, 87-93.

"The failure of the Gordon packer did not justify

respondents in replacing it with an infringing one,

nor can the alleged failure of Gordon, for some

years, to manufacture his device, avail to defeat his

or his assignee's rights vested in them by the grant of

the patent."

Massets vs. Johnson, 59 F. R., 613.

Citing Campbell vs. Manhattan, 49 F. R., 930.

The contention that, by reason of the granting of

Fleming's patent on defendant's structure a strong pre-
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sumption of non-infringement arises, is utterly without

merit, as the applications were not co-pending, but on

the contrary, Fleming's application was rejected and

the broader claims cancelled on the very patent of Tre-

maine and Pain in suit (Fleming x-Qs. 479 to 480,

Trans. Rec, p. 1.^8). The law is well settled where an

applicant has an invention upon or including a pre-

viously patented combination.

"Two patents may both be valid when the second

is an improvement on the first, in which event, if the

second includes the first, neither of the two patentees

can lawfully use the invention of the other without

the other's consent" {Cantrellvs. Wallick, 1 17 U. S.,

689-694)

.

Even if it had been shown—as it has not—that Flem-

ing's device was superior to that of Tremaine and Pain,

and a great and meritorious improvement therein or

addition thereto,

"The superior utility of the defendant's invention

is not of itself a certain test, because it may contain

the whole substance of the plaintiff's invention, and
something in addition, and yet be an infringement"

(Pitts vs. Wemple, 5 Fisher, 10).

It is immaterial whether or not Fleming has valid

claims sufficient to prevent others from manufacturing

the particular alleged improvement covered by the

microscopic claims of his patent. The only question at

bar is as to his right to manufacture the device com-

plained of without license or tribute to the earlier valid
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pioneer patent of Tremaine and Pain, on which he has

built his improvements.

"On the other hand, a defendant's machine may
be better than that covered by the patent in suit; but
if that superiority resulted from some addition to the

latter, it will have no tendency to avoid infringe-

ment/*

Walker on Patents, 4th Edition, Sec. 376.

"To the patentee belongs, not merely the exclusive

right to what he has invented, but also the right to

prevent others from using their own inventions,

however valuable they may be, if they embrace a

single one of his original ideas/'

Robinson on Patents, Section 30.

"It makes no matter what additions to, or modi-
fications of, the patentee's invention a defendant may
have made; if he has taken what belonged to the

patentee he has infringed, although with his im-

provement the original machine or device may be

much more useful."

Converse vs. Cannon, 2 Woods, 7-12.

In this connection appellant's counsel cites Kokomo

Fence Machine Co. vs. Kitselman, 189 U. S., 23. The

most casual reading of that case will show its inapplica-

bility to the case at bar. It must be remembered that

the presumption referred to by the supreme court in

the case cited, and in all other similar cases, relates to

the invention covered by the technical claim of the pat-
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ent. In other words, where the court says that the

granting of a subsequent patent is a presumption that

the invention covered thereby is substantially different

from the invention covered by the prior patent, it neces-

sarily means that the invention covered by the claim of

the subsequent patent is substantially different from the

invention covered by the claim of the prior patent. It

does not mean that the mechanical structure shown in

the drawing and specification of the subsequent patent

does not fall within the purvaew of the claim of the prior

patent. Consequently, the grant of a subsequent patent

is not a prima facie presumption, nor any kind of a pre-

sumption, that no part of the mechanical structure

shown in the drawings and specification is not an in-

fringement of the claims of a prior patent. The only

presumption which arises is that the particularly

limited claim of the subsequent patent is valid and has

not been claimed in any prior patent, for otherwise the

subsequent patent could not have been granted.

But, furthermore, in the Kokomo case cited the pat-

ent sued on was not of a pioneer character and did not

embody a primary invention. It covered mere details

of construction and insignificant improvements over

the prior art. Consequently, its claims were narrow de-

tail claims, of the same general character as the claims

of the defendant's patent. Both plaintiff and defend-

ant had improved over the prior art by introducing new

but insignificant details of construction, and under

these circumstances the court held that the granting of
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the subsequent patent was a prima facie presumption

that its invention was substantially different from that

of the prior patent. But a very different case would

have been presented if the prior patent had been of a

pioneer character and embodied a primary invention.

So that we say in reference to the Kokomo case, it re-

lated merely to a narrow detail patent, of a secondary

character, and did not refer to a pioneer patent, em-

bodying a primary invention, such as that covered by

appellee's patent in this case.

We submit, therefore, that the court below was un-

questionably right in holding that the patent in suit was

infringed and in entering a decree on all the claims,

generic and specific, sued upon.

VIM.—The Defense of Invalidity.

Respondent's futile attack on the validity of the pat-

ent in suit is not based on anything in the art. No at-

tempt at anticipation nor even any attempt at limitation

by the prior art has been made nor could it now be

made under the pleadings in this cause. Apparently, in

desperate want of something to advance against the pat-

ent, Mr. Fleming has expressed his opinion, unsup-

ported by test or experiment, that the device of the pat-

ent is inoperative! No scintilla of evidence is adduced

to refute the fact, testified by Mr. Votey, that the com-

plainants' Tremaine & Pain apparatus was used in

New York. Even if the so-called duplicate that was

sent out to Detroit and which Mr. Fleming there in-
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spected had failed to operate perfectly, which is not

shown, we have the testimony of Mr. Fleming himself

to show that this was different from the patent in being

adapted to operate with pressure and not with suction,

while the device of the patent that was in use in 23rd

street in New York operated by suction, as testified by

Mr. Votey. It would therefore seem that Mr. Flem-

ing's opinion that the device is inoperative is primarily

based on his prejudice and his self-interest; secondly,

it is in respect to apparatus which he himself points out

as differing in a way he considers material from the

patent in suit; and thirdly, it is the fact that he does not

even pretend he ever experimented with it or saw it ap-

plied to an organ.

We ask the court not to consider this defense at all on

the ground that it is inadmissible. In support of which

we cite respondent's answer wherein

:

"Defendant says that it has no knowledge, remem-
brance, information or belief in reference to the

matter set forth in paragraphs 2, 3, 4, 5, 6 of said bill

of complaint."

These are the sections of the bill that set up the claim

of "true, original, first and joint inventors of a certain

" new and useful improvement/' etc., and under this

answer respondent should not be heard to say that Tre-

maine and Pain were not the true, original, first and

joint inventors ; neither should the respondent be per-

mitted to say that it was not a "new and useful improve-

" ment in mechanical musical instruments." We do
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not overlook the general clause in the answer reading

" this defendant says that the said invention set forth in

" said letters is not a practical device for the accom-
" plishment of the purpose sought to be accomplished,"

for this does not charge that it is inoperative or imprac-

ticable. It is quite consistent with Mr, Fleming's

opinion that the Tremaine & Pain invention was not

commercially desirable or successful, but it is certainly

no proper pleading and no proper notice of defense to

the utility and operativeness of the device, however

crude it might be.

The law is clear on that point.

"The rule is well settled in equity, that every ma-
terial fact upon either side must be set up in the

pleadings, and that the Court can no more consider

what is proved but not alleged than what is alleged

but not proved. Allegations are as necessary as

proofs" (Blandy vs. Griffith, 3 Fish, 609).

Many cases may be cited to show also that one whose

embodiment of the same "idea of means" and "same

principles of operation" has been proven both by com-

petent testimony and by his own admission cannot be

heard to deny the utility of the patented invention.

Thus for example :

—

"It is a principle well settled and often recog-

nized, that if the jury are satisfied that the defend-
ants have used the invention itself or something sub-

stantially like it, they are estopped from denying its

utility, for this implies utility, and it would be fair

to presume that the party would not use it if he
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thought it of no utility" {Hays vs. Sulsor, i Fisher,

532-535)-

"It can hardly be said then, that Edwards' inven-

tion is without utility. * * * A patent is never de-

clared invalid upon this ground, at the instance of

one who is deriving benefit by infringing upon its

claim." {LaRue vs. Western Electric Co., 31, F.

R., 80-82).

"The fact that it has been infringed by defendants

is sufficient to establish its validity, at least as against

them" (Lehnbeuter vs. Holhaus, 105 U. S., 94-96).

Cited and approved in Gandy vs. Main Belting

Co., 143 u. s., 587-596.

It would therefore appear that on the t\vo distinct

grounds of inadmissibility and of estoppel in pais, the

court should not entertain or receive any showing of

the invalidity or inutility of the patent in suit.

But if the court does, nevertheless, entertain for a

moment the merits of this defense, we submit in addi-

tion to what we have said above, the following proofs.

Fleming admits that he saw and examined the Tre-

maine & Pain patent before he saw and examined the

working model of it that was sent to Detroit (Fleming,

Q. 410, Trans. Rec, p. 151). He was acquainted with

both the inventors (Qs. 348 and 349). He both saw

and examined the patent and also saw and examined

the "working model" of it before he made his own al-

leged improvements (Qs. 410, 411). He had never be-

fore heard of any double-tracker and double music

sheet constructed "with connections for controlling one
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"sheet by the other prior to 1896" (Q. 412), because

Tremaine & Pain "were absolute pioneers in that un-

" discovered territory" (Q. 413). He kept his own

work secret from Mr. Votey (Qs. 425, 426, 427) ; he

never saw the actual device in Twenty-third street,

New York, after it was built (Q. 378) . By his own re-

membrance of the conversation with Mr. Votey, there

was a question of the degree of perfection of its opera-

tion and not any question of its inoperativeness, for,

even colored by his own prejudices, he says that Mr.

Votey said to him (Q. 401) :

" 'Fleming, I am going to have that model of Tre-

maine & Pain sent on here, and I am going to see

what you can do to make it a perfect machine,' He
said, 'If you can make a machine that will work per-

fectly,'—these are the very words he used. He says,

'We have got a cinch on the country.' I said, 'Well,

what am I going to get out of it?' 'Why, you will

have plenty of work.' I said, 'Not much.' " (Trans.

Rec, p. 148.)

These hearsay statements of Mr. Fleming are not

admissible to prove facts stated in them, but they cer-

tainly are admissible as admissions of Mr. Fleming

made against his own interest to show that it was a

question of relative perfection and never a question of

relative operativeness, even in his own mind, at the

time.

In questions 263 to 276 (Trans. Rec, pp. 128-130),

he shows that all that he has to say against the Tre-

maine & Pain patent is mere surmise based on his own
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antagonistic attitude. First, he admits his theory to be

that the device would be inoperative because "it would

" not start again until the other sheet had caused the

'' pneumatic F" to expand and press the pneumatic E^

(Q. 263). But even on this theory he admits it would

only render it inoperative in the sense of "hitching" (Q.

264) and that it would not run properly or smoothly.

But as to whether his premises were correct or the

pneumatic F^ even essential to the restarting, he says:

"I think it is," and in the next answer he says, "I think

" it is there for the purpose of insuring the starting of

" the rolls." In the next answer he says, "I don't think

" the roll would start without it." Next he qualifies by

saying, "I don't think it would without large spring T
" on shaft R." And then even his "thinks" break down

as follows:

"Q. 270. That large spring T is on the shaft R, is

it not?

A. It is.

Q. 271. And is utterly independent of the pres-

ence or action of the pneumatic F^?

A. Yes, sir."

Thus his whole theory is that it would not operate

without the spring on the shaft is coupled with the ad-

mission that the spring is on the shaft. And there is

certainly also a spring on Fleming's own shaft of his

own construction for precisely the same purpose of

operating the clutch, the spring being a spiral spring

not lettered in the drawings, Figs. 6 and 7, but con-
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spicuously present, as, of course, it must be to close the

clutch. Against this muddle we have the positive testi-

mony of an eye-witness, Votey, of the Farrand & Votey

Organ Company, that employed Fleming in Detroit,

who saw the Tremaine & Pain device that was in oper-

ation in New York (Votey, Q. 5, Trans. Rec, p. 254),

which "worked so satisfactorily we wanted to have an

" exact duplicate of it" (0-9, Trans. Rec, p.

256). The material parts of this device are

offered as "Complainant's Exhibit, 23rd Street

" Apparatus," and this, Mr. Votey testifies, "was

" completely operative on July 22, 1904," when

Mr. Votey was testifying. Mr. Votey had for-

gotten or overlooked the fact that the duplicate sent to

Detroit to be used with pressure instead of suction dif-

fered fiom the apparatus in New York in being boxed

in to permit pressure to act, but in precisely the same

way that the suction acts in the Tremaine & Pain pat-

ent. This is brought out on re-direct-examination

(Votey, r-d-Qs. 18 to 22, Trans. Rec. pp. 261-2), which

reads as follows:

"r-d-Q 18. Please look at your answer to Q. 11,

and your cross-examination, and state whether you
wish to make any correction?

A. Yes, in answering Q. 1 1 the only difference I

referred to was the difference between the duplicate

apparatus to which the pressure box or casing was
added, and the apparatus of the patent in the

Twenty-third street hall. I compared those two,

but I now see that the question calls for a
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comparison between the patent and the apparatus

used in the Twenty-third street hall.

r-d-Q. 19. To what apparatus did you refer in

Qs. 12 and 13?
A. To the duplicate apparatus that was sent out

to Detroit and in which pressure, instead of suction,

was used.

r-d-Q. 20. What has become of the original ap-

paratus that was used in the hall at Twenty-third
street?

A. The Aeolian Company still has it in their

possession.

Adjourned to the storehouse of the Aeolian

Company at Thirty-second street, New York
City.

r-d-Q. 21. Have you here and will you pro-

duce the original Twenty-third street apparatus so

far as it includes the tracker-boards, music rolls and
apparatus for operating them?

A. I have here and produce the original ap-

paratus.

Counsel for complainant ofifers in evidence the

apparatus produced, and the same is marked 'Com-
plainant's Exhibit No. 23rd St. Apparatus.'

r-d-Q. 22. In what condition, as regards the

operativeness, is this exhibit?

A. It is completely operative at the present

time, and I have just put two music sheets upon it

and demonstrated that the clutches are in good
order."

Here we have certaint\^ against Mr. Fleming's mani-

festly interested and biased conjecture.

One other attempt to attack the patent based on an

apparent misconception of law and the false belief that

a patent claim must describe an apparatus instead of
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enumerating a particular "part" or parts, is found in

Fleming's direct-examination (Fleming, Q., Trans.

Rec, p. 41) :

"Q. Look at claim i, 2 and 3 of the patent in suit

and state whether an instrument of any character

can be constructed from the information or descrip-

tion of parts contained in said claims or either of

them.

A. No, it cannot be. It can only be done by con-

sulting specifications to see what mechanism is de-

scribed therein to accomplish the desired purpose."

It is to be noted that neither the question nor its an-

swer asks the operativeness of the combinations claim-

ed. Is it possible that either Fleming or his counsel

could have so mistaken the function of the claims of a

patent as to suppose that it was necessary or would be

proper to restate therein the "specification"? Yet what

other conclusion is possible? The succeeding question

indicates the same egregious misconception

:

"Look at claims 4, 5, 10 11 and 12 and state

whether an operative mechanism can be constructed

from the description of parts contained in said

claims or either of them."

Mr. Gunz disposes of this statement by saying:

"The elements of these claims form perfect com-

binations. It is not necessary that every minute de-

tail of a structure should be stated distinctly in a

claim, as the greater always includes the lesser, and

these claims are not drawn to the particular con-

structions of details or the exact configuration and

arrangements of the lesser parts. The elements
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therein contained form a complete, perfect and

operative combination" (Q. 59a, Trans. Rec, 266).

To find the case law in refutation of this misconcep-

tion of the meaning and purpose of claims in patents,

one has to go some years back in the law reports, for it

is not often such a fantastic conception has to be an-

swered. Quoting from Mr. Chief Justice Fuller, how-

ever, in Howe Machine Co. vs National Needle Com-

pany, 134 U. S., 388:

"Doubtless a claim is to be construed in connec-

tion with the explanation contained in the specifica-

tions, and it may be so drawn as in effect to make the

specification an essential part of it; but since the in-

ventor must particularly specify and point out the

part,, improvement or combination which he claims

as his own invention or discovery, the specification

and drawings are usually looked at only for the pur-

pose of better understanding the meaning of the

claim, and certainly not for the purpose of changing

it and making it different from what is."

It is unnecessary to consider the testimony of any other

witnesses of defendant since they were simply produced to

disclaim any knowledge of the use of the invention by the

Aeolian Company. Perhaps they really did not know of the

public and long-standing demonstration of the apparatus in

the Twenty-third street hall. New York City!

IX.—Conclusion.

We Submit:

Firstly: That the pioneer position of the patent is
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established both by the unrebutted legal presumptions

in its favor and by direct evidence of two witnesses as

well as the admissions of respondent's sole technical

v^itness.

Secondly: That there was no error below in deciding

that "the patent sued upon is valid and is of a pioneer

" character, and that its claims are, therefore, entitled

*' to a broad and liberal construction."

Thirdly: That the respondent has appropriated

(either with or without supposed additions and im-

provements) not merely the invention as an entirety,

but also the very details of the more minute and specific

"parts" of claims for combinations of no less than four-

teen or fifteen enumerated elements; and that instead

of offering any excuse or any mitigating circumstances,

the case presents an example of the most carefully

planned and most deliberate trespass on the case with

an utter disregard of the known property rights of the

complainants and a reckless appropriation of the same,

coupled with the evasion of responsibility in this case

by the miserable subterfuge of a new corporation in-

volving nearly all the same individuals, for carrying

out the infringing contracts at an admitted loss.

Fourthly: That there was no error below in decid-

ing that "infringement by the defendant is established

" by the evidence," and in ordering an injunction and

accounting.

We, therefore, submit that the decree of the circuit
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court should be affirmed, with costs of appeal, in favor

of the complainant-appellees.

HAROLD BINNEY,
JOHN H. MILLER,
GEORGE L. COOPER,

Of Counsel for Appellees.

September 29, 1905.




